
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



I ATTORNEY DOCKET NO. I CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/729,491 



12/03/2000 



William F. Leek 



SST/1035 



5971 



498 7590 

JAMES R. CYPHER 
405 14TH STREET 
SUITE 1607 

OAKLAND, CA 94612 



08/22/2006 



EXAMINER 



A, PHI DIEU TRAN 



ART UNIT 



PAPER NUMBER 



3637 



DATE MAILED: 08/22/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/729,491 


Applicant(s) 

LEEK, WILLIAM F. 


Pvaminar 

examiner 

Phi D. A 


Art Unit 

3637 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -■ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 )E3 Responsive to communication(s) filed on 12 June 2006 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^] Claim(s) 1-6 and 8-20 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1,2,4-6,8-10 and 17 is/are rejected. 

7) IE Claim(s) 3,11-16 and 18-20 is/are objected to. 
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Application Papers 
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10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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Art Unit: 3637 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-2, 9-10, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Minutoh et al (3782061) in view of Cummins (459414913 C5) and Siemons (5839321). 

Minutoh et al (figure 2) shows a connection comprising an elongated tension member 
(52) having first and second ends, the tension member being anchored at the second end (the end 
with the part 54), a fastening member (26, 60 and the part next to part 59 figure 2), attached to 
the elongated tension member at the first end, a resisting member (24) that receives the tension 
member and is disposed between the fastening member and the second end of the tension 
member, an expansion device that receives the tension member there through and is 
compressively loaded between the fastening member and the resisting member by operation of 
the fastening member on the tension member, the device comprising a surrounding sleeve (42) 
having two ends and a central aperture through which the tension member is inserted, a portion 
of the central aperture is formed as a substantially cylindrical inner surface and wherein at least a 
portion of the inner surface is formed with a thread, first and second bearing members (48, 50) 
received in the central aperture of the sleeve and operatively connected to the sleeve, the first and 
second bearing members also having apertures through which the tension member is inserted, at 
least one of the bearing members having a cylindrical outer surface formed with a thread that 
mates with the thread of the cylindrical inner surface of the sleeve and is connected to the 
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surrounding sleeve only by the mating attachment of the thread on the cylindrical outer surface 
with the thread of the surrounding sleeve, such that said at least one bearing member can rotate 
in relation to the surrounding sleeve, the first and second bearing members are formed with outer 
axial ends that protrude out of the surrounding sleeve, the outer axial end of the first bearing 
member contacting the fastening member, the outer axial end of the second bearing member 
contacting the resisting member, both the bearing members having cylindrical outer surfaces 
formed with threads that mate with the thread of the cylindrical inner surface of the sleeve, and 
both the bearing members are connected to the sleeve only by the mating attachment of the 
threads on the cylindrical outer surfaces with the thread of the surrounding sleeve such that both 
the bearing members can rotate in relation to the sleeve, the tension member is at least partially 
formed with a thread where the fastening member attaches to the tension member ( where part 60 
meets the tensioning member), the fastening member attaches to the tension member by means 
of an internal thread that mates with the thread of the tension member, the thread of the sleeve is 
threaded in the opposite direction as the thread of the tension member (figure 1), the elongated 
tension member having first and second ends and the fastening member, resisting member and 
expansion member are disposed near the first end, the second end of the tension member being 
connected to a structural member of a building, the building having a structural frame at least a 
portion of which is made from wood (other conventional building material, wood certainly is 
conventional), 

Minutoh et al does not show a torsion spring connecting the first and second bearing 
members, the spring biasing the first and second members in opposite rotational directions such 
that said at least one of the bearing members is forced to rotate along the thread of the 
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surrounding sleeve away from the other bearing member and out of the surrounding sleeve, the 
spring being disposed within the sleeve. 

Cummins shows a torsion spring connecting the first and second bearing members 
(locking flange nut and flange nut), the spring biasing the first and second members in opposite 
rotational directions, the spring pushing on the second ends of the first and second bearing 
members. 

Siemons discloses first and second bearing members (24, 55, figure 5) within a sleeve 
(72), a spring (90) within the sleeve acting on the bearing members to push the bearing members 
away from each other to enable backlash compensation. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Minutoh et al's structure to show a torsion spring connecting the first and 
second bearing members, the spring biasing the first and second members in opposite rotational 
directions such that said at least one of the bearing members is forced to rotate along the thread 
of the surrounding sleeve away from the other bearing member and out of the surrounding 
sleeve, the spring being disposed within the sleeve because having a torsion spring between the 
bearing members would put the bearing members in compression and thus compensates for 
backlash as taught by Siemons and having the spring pushing on the second ends of the bearing 
members would enable the pushing force to act on the second ends of the first and second 
bearing members as taught by Cummins. 

Per claim 17, Minutoh et al as modified shows the spring connecting to the bearing 
members near the outer axial ends of the members. 
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3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Minutoh et al 
(3782061) in view of Cummins (459414913 C5) and Siemons as applied to claim 1 above and 
further in view of Greenwood (459417870 page 318, figure 19). 

Minutoh et al as modified shows all the claimed limitations except for an inner sizing 
sleeve that is received by the sleeve and is disposed between the torsion spring and the tension 
member. 

Greenwood shows an inner sizing sleeve between the spring the tension member to 
enable the centering of the spring. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Minutoh et al's modified structures to show an inner sizing sleeve that is 
received by the sleeve and is disposed between the torsion spring and the tension member 
because it would enable the centering of the spring as taught by Greenwood. 

4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Minutoh et al 
(3782061) in view of Cummins (459414913 C5) and Siemons. 

Minutoh et al as modified shows all the claimed limitations including a locking clip (28) 
that is attached to the expansion device, the clip holding the bearing members so as to prevent 
them from rotating under the influence of the spring and causing the device to expand. 

Minutoh et al does not show the clip being releasable from the device. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Minutoh et al's modified structures to show the clip being releasable from 
the device because having the clip threadably attached to an internally threaded hole on the 
fastening member would enable easy connection of the clip to the fastening member. 
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Minutoh et al as modified show the clip being releasable from the device. 

5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Minutoh et al 
(3782061) in view of Cummins (459414913 C5) and Siemons as applied to claim 1 above and 
further in view of Fuehrer (3118681) 

Minutoh et al as modified shows all the claimed limitations except for a pair of annular 
seals disposed at the ends of the surrounding sleeve to protect the thread of the surrounding 
sleeve. 

Fuehrer shows a pair of annular seals (81) disposed at the ends of the surrounding sleeve 
to protect the interior of a sleeve. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Minutoh et al's modified structures to show a pair of annular seals disposed 
at the ends of the surrounding sleeve to protect the thread of the surrounding sleeve because it 
would enable the sealing and protecting of the interior of the sleeve(71) as taught by Fuehrer. 

Minutoh et al as modified show a pair of annular seals disposed at the ends of the 
surrounding sleeve to protect the thread of the surrounding sleeve. 

6. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Minutoh et al 
(3782061) in view of Cummins (459414913 C5) and Siemons as applied to claim 1 above and 
further in view of Greenwood (459417870 page 31 6, figure 1). 

Minutoh et al as modified shows all the claimed limitations except for the first and 
second bearing members being formed with annular recesses that can receive the ends of the 
spring. 
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Greenwood shows first and second bearing members (the parts denoted by spring 
centering seats) being formed with annular recesses that can receive the ends of the spring. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Minutoh et al's modified structures to show the first and second bearing 
members being formed with annular recesses that can receive the ends of the spring because it 
would enable the centering of the spring as taught by Greenwood. 

Allowable Subject Matter 

7. Claims 3, 1 1-16, 18-20 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject matter: the 
prior art does not provide sufficient motivation to modify Minutoh et al's structure to show the 
thread of the sleeve near at least one of the ends being disturbed so that it is not possible for a 
bearing member traveling on the thread to pass all the way out of the sleeve in combination with 
other claimed limitations, and prior art does not show the thread of the sleeve being threaded in 
the opposite direction as the thread of the tension member in combination with other claimed 
limitations. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
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application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornurn, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

10. Claims 1-6, 8-20 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 20-39 of copending Application No. 
10/626787. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because it would have obvious to one having ordinary skill in the art at the time 
of the invention to modify claims 20-39 to show the first and second bearing members are 
formed with outer axial ends that protrude out of the surrounding sleeve. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1-6, 8-20 have been considered but are 



moot in view of the new ground(s) of rejection. 



Application/Control Number; 09/729,491 
Art Unit: 3637 



Page 9 



Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The prior art shows different sealing device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phi D A whose telephone number is 571-272-6864. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on 571-272-6867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electr&me^nsrpess^Center (EBC) at 866-217-9197 (toll-free). 



Phi Dieu Tran A 




8/21/06 



